United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COM IV 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



2RCE 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/681,578 



7609 



10/08/2003 



David Alexander Learmonth 



7590 



03/29/2006 

RANKIN, HILL, PORTER & CLARK, LLP 
925 EUCLID AVENUE, SUITE 700 
CLEVELAND, OH 44115-1405 



AAT- 15033 



6839 



EXAMINER 



BARKER, MICHAEL P 



ART UNIT 



PAPER NUMBER 



1626 

DATE MAILED: 03/29/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Off icq Action Summary 

III W \* m % ^0 %l v^f f %r %M II ill IWI Jf 


Application No. 

10/681,578 


Applicant(s) 
LEARMONTH ET AL. 


Examiner 
Michael P. Barker 


Art Unit 

1626 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 10 February 2006 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) U13 is/are pending in the application. 

4a) Of the above claim(s) 10-13 is/are withdrawn from consideration. 

5) ^ Claim(s) ±4 is/are allowed. 

6) ^ Claim(s) 6-9 is/are rejected. 

7) £x] Claim(s) 5 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

In the Remarks/ Arguments document received February 10, 2006, Applicant elected 
Group I, Claims 1-5, with traverse and specifically elected (R)-5-(2-aminoethyI)-l-(6 5 8- 
difluorochroman-3-yl)-l,3-dihydroimidazole-2-thione for the purposes of initial examination. 
Claims 1-13 are pending in this application. The Restriction Requirement sent October 28, 2005 
is withdrawn as against Group II, Claims 6-9, and maintained as against Group III, Claims 10- 
11, and Group IV, Claims 12-13. Accordingly, Claims 10-13 are drawn to nonelected subject 
matter and are withdrawn from further consideration. 

Election/Restriction 

The restriction put forth October 28, 2005 is final, and Claims 10-13 are hereby 
withdrawn from further consideration pursuant to 37 CFR 1.142(b) as being drawn to nonelected 
subject matter. Applicant elected Group I, Claims 1-5, with traverse. Applicant's traversal is on 
the grounds that all of the claims of the present application are related to the same general 
invention. This argument is not found persuasive. There is overlap between Groups I & II and 
Groups III & IV. Groups III & IV are drawn to reactants used in the process of preparing the 
compounds of Group I, as claimed in Claim 3. However, Groups III & IV are patentably distinct 
both from each other and from Groups I & II, because a reference containing a compound 
anticipating or rendering obvious Group I would not necessarily anticipate the compounds of 
Groups III & IV. For example, if Group III or IV issued as a separate patent than Group I, there 
would be no case for a double patenting rejection. 

Applicant's elected species was found to be free of prior art. Therefore, the search was 
expanded to include all of the compounds of Formula I, and these too were found to be free of 
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prior art. Thus, Group I, Claims 1-4, in allowable condition; Claim 5 is objected to, explained 
infra. Because Group I is drawn to allowable subject matter, the method claims of Group II, 
Claims 6-9, are rejoined. Claims 6-9 are not in allowable condition and give rise to the 
rejections which follow. 

Claim Rejections - 35 USC§112, %2 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 6-9 are rejected under 35 U.S.C. 1 12, f 2, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claims 6-9 provide for the "use of a compound according to claim 1. . .", but, since 
the claim does not set forth any steps involved in the method, it is unclear what method or 
process applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

Claims 6-9 are concurrently rejected under 35 U.S.C. 101 because the claimed recitation 
of a use, without setting forth any steps involved in the process, results in an improper definition 
of a process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See 
for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. 
Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Applicant can overcome these rejections by rewriting the "Use" claims. For example, the 

following draft would overcome these rejections: 

"Claim 6: A method of inhibiting dopamine-B-hydroxylase in treating disorders where a 
reduction in the hydroxylation of dopamine to noradrenaline is of therapeutic benefit, which are 
selected from the group consisting of hypertension and chronic heart failure, comprising 
administering a compound according to claim 1 to a patient in need thereof." 
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Objections 



Claim 5 is objected to under 37 CFR 1 .75 as being a substantial duplicate of Claim 1. 
When two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing one claim 
to object to the other as being a substantial duplicate of the allowed claim. See MPEP 
§ 706.03(k). Specifically, Claim 5 is drawn to a "compound according to claim 1 for use as a 
medicament." The language "for use as a medicament" is interpreted as an intended use, having 
no patentable weight. This objection can be overcome by canceling Claim 5. 



examiner should be directed to Michael P. Barker whose telephone number is (571) 272-4341. 
The examiner can normally be reached on Monday-Friday 8:00 AM- 5:00 PM. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mr. Joseph K. 
McKane, can be reached at (571) 272-0699. The unofficial fax phone for this group are (571) 
273-8300. 



Telephone Inquiry 



Any inquiry concerning this communication or earlier communications from the 





Michael P. Barker 

Patent Examiner, AU 1626 



(for) Joseph McKane 

Supervisory Patent Examiner, AU 1626 



